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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1-7 and 13-20 are indefinite for claiming the product which is "obtainable" 
by the recited claim steps. 

The claim is indefinite if undue experimentation is involved to determine 
boundaries of protection. This rationale is applicable to polymer "obtainable" by a stated 
process because any variation in any parameter within the scope of the claimed 
process would change the polymer product produced. One who made or used a 
polymer product made by a process other than the process cited in the claim would 
have to produce a polymer product using all possible parameters within the scope of 
the claim, and then extensively analyze each product to determine if this polymer was 
obtainable by a process within the scope of the claimed process. See Ex parte 
Tankslev , 26 USPQ 2d 1389. 

The claims recite "polycondensation-reactive resin". It is not clear what kind or 
resins are encompassed by "polycondensation-reactive, i.e., resins obtained via 
reactive polycondensation, or polycondensation resins having reactive groups or resins 
that can be further reac6tively polycondense to produce another resins. 
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In claim 8, there is not enough antecedent basis for "the solution" claimed in step 
c, as step a. does not recite a solution. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-7 and 13-20 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over WO 02/26871 to BASF., 
(hereinafter BASF '871 ) or US Patent us Petent 4,540,717 to Mahnke et al., (hereinafter 
"Mahnke"). 

US Patent 6,800,666 to Hahnle et al., ("Hahnle") is used an the English 
translation of the BASF '871 . All the references are made with respect to the US 
Hahnle '666 reference. 

The BASF reference discloses a foam obtained by a process of curing emulsion 
which emulsion comprises melamine formaldehyde resin, hydrocarbon, such as 
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pentane (a hydrocarbon of boiling point of about 36 C), a surfactant, a curing agent, an 
acid as a catalyst; with subsequent drying the emulsion. See, for example, 
comparative example 2. The density of the resulting foam is 10 g/L. Among suitable 
emulsifiers (amphiphiles), etoxylated fatty alcohols similar to the ones used in the 
illustrative examples of the instant specification are expressly disclosed. 

The reference does not disclose the cell size of the resulting foams, however, in 
view of the fact that the disclose process uses all substantially identical components as 
the examples of the instant specification, and discloses substantially similar process to 
obtain the foams as claimed in the instant invention (providing two phase emulsions and 
curing it by heating it above the boiling point of the hydrocarbon with subsequent 
drying). It is reasonable believed that the claimed foams exhibit the claims pore size . 
The burden is shifted to the applicants to provide factual evidence to the contrary. 

The Mahnke reference discloses a foam obtained by a process of curing 
emulsion which emulsion comprises melamine formaldehyde resin, hydrocarbon, such 
as pentane (a hydrocarbon of boiling point of about 36 C), a surfactant, a curing agent, 
an acid as a catalyst; with subsequent drying the emulsion. See, for example, all 
illustrative examples. The density of the resulting foam ranges from 1 2 to 40 as per 
table 1 10 g/L. Among suitable emulsifiers (amphiphiles), etoxylated fatty alcohols 
similar to the ones used in the illustrative examples of the instant specification are 
expressly disclosed in column 6, lines 35-39. 

The reference does not disclose the cell size of the resulting foams, however, in 
view of the fact that the disclose process uses all substantially identical components as 
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the examples of the instant specification, and discloses substantially similar process to 
obtain the foams as claimed in the instant invention (providing two phase emulsions and 
curing it by heating it above the boiling point of the hydrocarbon with subsequent 
drying). It is reasonable believed that the claimed foams exhibit the claims pore size . 
The burden is shifted to the applicants to provide factual evidence to the contrary. 

Claims 1-3, 5-7 and 13-15, 16, 17, 19 and 20 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. or US Patent 
4,666,948 to Woerner et al, (hereinafter "Woerner"). 

The Woerner reference discloses a foam obtained by a process of curing 
emulsion which emulsion comprises melamine formaldehyde resin, hydrocarbon, such 
as pentane (a hydrocarbon of boiling point of about 36 C), a surfactant, a curing agent, 
an acid as a catalyst; with subsequent drying the emulsion. See, for example, 
example 1 . The density of the resulting foam is 12 g/L. Among suitable emulsifiers 
(amphiphiles), etoxylated fatty alcohols similar to the ones used in the illustrative 
examples of the instant specification are expressly disclosed. 

The reference does not disclose the cell size of the resulting foams, however, in 
view of the fact that the disclose process uses all substantially identical components as 
the examples of the instant specification, and discloses substantially similar process to 
obtain the foams as claimed in the instant invention (providing two phase emulsions and 
curing it by heating it above the boiling point of the hydrocarbon with subsequent 
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drying). It is reasonable believed that the claimed foams exhibit the claims pore size . 
The burden is shifted to the applicants to provide factual evidence to the contrary. 

It is further noted that should the foams disclosed is any of the above cited 
reference be different from the claimed foams, the question areises as to whether 
essential elements of process steps are omitted from the claims as the references 
disclose ALL of the claimed steps and components as claimed in the instant "product- 
by-process" claims. 

Claim Rejections - 35 USC § 103 

Claims 8-8 and 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent 4,666,948 to Woerner et al, (hereinafter "Woerner"). 

Claims 8-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
either one of BASF '871 , or US Patent 4,666,948 to Woerner et al, (hereinafter 
"Woerner") or US Patent us Petent 4,540,717 to Mahnke et al., (hereinafter "Mahnke"). 

The disclosures of all three reference is discussed above. As discussed abovem 
each of the reference discloses a process of producing foams, the processes comprise 
the steps of providing a polycondensation-reactive resin, preparing a microemulsion 
comprising an oil phase, an amphiphile and an aqueous solution of a curing agent 
and/or curing catalyst for the polycondensation- reactive resin, and drying to obtain the 
structure of the cured microemulsion. 

The only difference between the claimed process and the processes disclosed in 
each of the three references is that the disclosed processes dos not form a separate 
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emulsion comprising an oil phase, an amphiphile and an aqueous solution of a curing 
agent and/or curing catalyst for the polycondensation- reactive resin, prior to 
combining the solution of the polycondensation-reactive resin from stage 
a) with the microemulsion from stage b), but rather adds the oil phase (a hydrocarbon 
with boiling point below 120, such as heptane or pentane) at a later stage and further 
homogenizes the emulsion after the addition of hydrocarbon. This, however, is merely 
a change in sequence of adding components to the emulsion prior to any reaction 
taking place, and, therefore, would have been prima facie obvious from the disclosed 
processes as long held by the courts absent showing of unexpected results. See In re 
Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 1946) (selection of any order of 
performing process steps is prima facie obvious in the absence of new or unexpected 
results); In re Gibson, 39 F.2d 975, 5 USPQ 230 (CCPA 1930) (Selection of any order 
of mixing ingredients is prima facie obvious.). 

The invention as claimed, thus, would have been obvious from the disclosure or 
each of the three cited reference. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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